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DETAILED ACTION 

1 . This action is responsive to the amendment filed June 26, 2006 and the filing of IDS on 
October 29, 2008. 

2. Claims 1-31 are pending. Claims 1,16 and 31 are independent claims. 

Information Disclosure Statement 

3. The Office acknowledges receipt of the Information Disclosure Statement filed October 
29, 2008. It has been placed in the application file and the information referred to therein has 
been considered. 

Response to Arguments 

4. Applicant's arguments have been fully considered but are moot in view of the new 
grounds of rejection. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claim 1-15 are rejected under 35 U.S.C. § 101 because the claimed invention is directed 
to non- statutory subject matter. 

Claims 1-15 are rejected under 35 U.S.C. 101 as not falling within one of the four 
statutory categories of invention. While the claims recite a series of steps or acts to be 
performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to another statutory 
category (such as a particular apparatus), or (2) transform underlying subject matter (such as an 
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article or material) to a different state or thing (Reference the May 15, 2008 memorandum issued 
by Deputy Commissioner for Patent Examining Policy, John J. Love, titled "Clarification of 
'Processes' under 35 U.S.C. 101"). The instant claims neither transform underlying subject 
matter nor positively tie to another statutory category that accomplishes the claimed method 
steps, and therefore do not qualify as a statutory process. 

7. Claims 16-31 are rejected under 35 U.S.C. § 101 because the claimed invention is 
directed to non- statutory subject matter. 

Claims 16-31 merely recite software components, i.e., computer program per se. Such 
claimed matter, which is functional descriptive material per se, is not statutory because it is not a 
physical "thing" nor a statutory process as there arc no "acts" being performed. Such claimed 
computer program does not define any structural and functional interrelationships between the 
computer program and other claimed aspects of the invention which permit the computer's 
program's functionality to be realized. Since a computer program is merely a set of instructions 
capable of being executed by a computer, the program itself is not a process, without the 
computer-readable storage medium needed to realize the computer's functionality. In contrast, a 
claimed computer-readable storage medium encoded with a computer program defines structural 
and functional interrelationships between the computer program and the medium which permit 
the computer program's functionality to be realized, and is thus mandatory. Warmerdam, 33 
F.2d at 1361, 31 USPQ 2d at 1760. In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 
(CCPA 178). See MPEP §2106 (IV)(B)(l)(a). 



Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejection under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United States. 
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9. Claims 1, 10, 1 1, 16, 25, 26, and 31 rejected under 35 U.S.C. § 102(b) as being 
anticipated by Design Patterns Elements of Reusable Object-Oriented Software by Gamma et al. 
("Gamma"). 

It should be noted that hereinafter the use of the clause "see at least" should be interpreted that the cited 
portions that follow the clause are not the only portions that are considered to be relevant. Should Applicant find 
that the cited portions are not relevant, other portions of the disclosure of the prior art reference will be provided as 
additional evidence and/or context to the relevancy of the previously cited portions. Since the evidence is from the 
same reference, the introduction of the additional evidence in response to Applicant's arguments should not 
therefore be considered to be that of new grounds of rejection. 



Claims 1, 16, and 31 

Gamma discloses at least a method and a system for developing an application, 
comprising: 

selecting one of a plurality of patterns, each of said plurality of patterns having at 
least one of a plurality of business artifacts (see at least p. 42, e.g., How to Select a 
Design Pattern; p. 18, e.g., The Catalog of Design Patterns); 

designing said application using said at least one of said plurality of business 
artifacts associated with said selected one of said plurality of patterns (see at least p. 12; 
p. 14; p. 16; p. 23, e.g., How Design Pattern Solve Design Problems; p. 24-41); 

generating code based on said at least one of said plurality of business artifacts 
(p. 113; p. 366; p. 374); 
and 

interfacing said code with at least one platform independent service (see at least 
p. 25, e.g., "Specifying Object Interfaces"; p. 30, e.g., "Programming to an Interface). 



Claims 10 and 25 

The rejection of the respective base claim is incorporated. Gamma further discloses: 
wherein said platform independent services include logging services, security 
services, messaging services and transaction services (Gamma; see at least p. 266, 3 rd 
and 4 th paragraphs). 
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Claims 11 and 26 

The rejection of the respective base claim is incorporated. Gamma further discloses: 

interfacing said at least one platform independent service with a platform specific 
adapter (see at least p. 43, Adapter (157)). 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of the 35 U.S. C. § 103(a) which form the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences betw een the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not negatived by the manner 
in which the invention was made. 

11. Claims 12 and 27 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Design Patterns Elements of Reusable Object-Oriented Software by Gamma et al. ("Gamma"), 
as applied to the respective base claim, and in view of official notice. 

It should be noted that hereinafter the use of the clause "see at least" should be interpreted that the cited 
portions that follow the clause are not the only portions that are considered to be relevant. Should Applicant find 
that the cited portions are not relevant, other portions of the disclosure of the prior art reference will be provided as 
additional evidence and/or context to the relevancy of the previously cited portions. Since the evidence is from the 
same reference, the introduction of the additional evidence in response to Applicant's arguments should not 
therefore be considered to be that of new grounds of rejection. 

Claims 12 and 27 

Rejections of the respective base and intervening claims are incorporated. Gamma does 
not specifically disclose: 

wherein said platform specific adapter is selected from a group including an NT 
adapter, a Solaris adapter and a S390 adapter. 

However, official notice is taken that NT, Solaris and S/390 are well known operating 
systems. 



Application/Control Number: 10/037,938 Page 6 

Art Unit: 2421 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to use Gamma to design adapter to interface with these well known 
operating systems because the design of adapters to these systems using Gamma would help new 
application programs to work compatibly with legacy application programs written for these 
platforms. 

12. Claims 2, 3, 4, 5, 6, 7, 8, 9, 13, 14, 15, 17, 18, 19, 20, 21, 22, 23, 24, 28, 29 and 30 are 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Design Patterns Elements of 
Reusable Object-Oriented Software by Gamma et al. ("Gamma"), as applied to the respective 
base claim, in view of U.S. Patent No. 6,601,233 to Underwood. 

Claims 2 and 17 

The rejection of the respective base claim is incorporated. Gamma does not specifically 
disclose the feature of these claims. 

However, in an analogous art, Underwood discloses: 

wherein said plurality of patterns includes a process workflow application pattern 
(see at least 33:38-40), service request application pattern (see at least 25:2-5), web- 
based application pattern (see at least 5:45-46; 5:62-64; 16:18-24) and a reporting 
pattern (see at least 6:64-65); 9:32-35). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to combine Underwood with Gamma because the combination would help 
speed up the development of business software by re-using code already written for standard 
business functions and patterns. 

Claims 3 and 18 

The rejection of the respective base claim is incorporated. Gamma does not specifically 
disclose the feature of these claims. 

However, in an analogous art, Underwood discloses: 



Application/Control Number: 10/037,938 Page 7 

Art Unit: 2421 

wherein said plurality of business artifacts (see at least Abstract) includes a 
process business artifact (see at least 2:30-34), an activity business artifact (see at least 
3:45-50), a user interface business artifact (see at least 3:65-66), a business object (see at 
least 1 1 :45-56), business artifact (see at least 1 1 :45-56) and a data business artifact (see 
at least 5:19-22). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to combine Underwood with Gamma because the combination would help 
speed up the development of business software by re-using code already written for standard 
business functions and patterns. 

Claims 4 and 19 

The rejection of the respective base claim is incorporated. Gamma does not specifically 
disclose the feature of these claims. 

However, in an analogous art, Underwood discloses: 

wherein said plurality of patterns include a process workflow application pattern 
(see at least 33:38-40), and said at least one of said plurality of business artifacts associated with 
said process workflow application pattern includes a process business artifact (see at least 2:30- 
34), an activity business artifact (see at least 3:45-50), a user interface business artifact (see at 
least 3:65-66), a business object (see at least 1 1 :45-56), business artifact (see at least 1 1 :45-56) 
and a data business artifact (see at least 5:19-22). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to combine Underwood with Gamma because the combination would help 
speed up the development of business software by re-using code already written for standard 
business functions and patterns. 

Claims 5 and 20 

The rejection of the respective base claim is incorporated. Gamma does not specifically 
disclose the feature of these claims. 

However, in an analogous art, Underwood discloses: 
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wherein said plurality of patterns include a service request application pattern 
(see at least 25 :2-5) and said at least one of said plurality of business artifacts associated 
with said service request application pattern includes an activity business artifact (see at 
least 3:45-50), a business object (see at least 1 1 :45-56), business artifact (see at least 
1 1 :45-56) and a data business artifact (see at least 5:19-22). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to combine Underwood with Gamma because the combination would help 
speed up the development of business software by re-using code already written for standard 
business functions and patterns. 

Claims 6 and 21 

The rejection of the respective base claim is incorporated. Gamma does not specifically 
disclose the feature of these claims. 

However, in an analogous art, Underwood discloses: 

wherein said plurality of patterns include a web-based application pattern (see at 
least 5:45-46) and said at least one of said plurality of business artifacts associated with 
said web-based application pattern includes a user-interface business artifact (see at 
least 3:65-66), a business object (see at least 1 1 :45-56), business artifact (see at least 
1 1 :45-56), and data business artifact (see at least 5:19-22). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to combine Underwood with Gamma because the combination would help 
speed up the development of business software by re-using code already written for standard 
business functions and patterns. 

Claims 7 and 22 

The rejection of the respective base claim is incorporated. Gamma does not specifically 
disclose the feature of these claims. 

However, in an analogous art, Underwood discloses: 

wherein said plurality of patterns include a reporting pattern (see at least 6:64- 
65; 9:32-35) and said at least one of said plurality of business artifacts associated with 
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said reporting pattern includes a user interface business artifact (see at least 3:65-66), 
and a data business artifact (see at least 5:19-22). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to combine Underwood with Gamma because the combination would help 
speed up the development of business software by re-using code already written for standard 
business functions and patterns. 

Claims 8 and 23 

The rejection of the respective base claim is incorporated. Gamma further discloses: 

interfacing said code with said at least one platform independent service (see at 
least p. 25, e.g., "Specifying Object interfaces"; p. 30, e.g., "Programming to an 
Interface). 

Gamma does not specifically disclose via said business artifact services. 
However, in an analogous art, Underwood discloses the aforementioned feature at 16:39- 
65; 14:38-57). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to combine Underwood with Gamma because the combination would help 
speed up the development of business software by re-using code already written for standard 
business functions and patterns. 

Claims 9 and 24 

Rejections of the respective base and intervening claims are incorporated. The 
combination Gamma-Underwood further discloses: 

wherein said business artifact services includes a workflow framework 
(Underwood; see at least 33:38-40), an activity framework (Underwood; see at least 3:45- 
50), user interface services (Underwood; see at least 3:65-66), a business object 
framework (Underwood; see at least 1 1 :45-56), and database application (Underwood; 
see at least FIGs. 17A-B). 



Claims 14 and 29 
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The rejection of the respective base claim is incorporated. Gamma does not specifically 
disclose the feature of these claims. 

However, in an analogous art, Underwood discloses: 

wherein said application is to be modified and wherein the method further 
comprises the steps of: 

changing at least one of said plurality of business artifacts associated with said 
selected one of said plurality of patterns (see at least 21 : 15-20); and 

regenerating code based on said at least one of said plurality of business artifacts 
(see at least 20:34-38). 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to combine Underwood with Gamma because the combination would help 
speed up the development of business software by rc-using code already written for standard 
business functions and patterns. 

Claims 15 and 30 

The rejection of the respective base claim is incorporated. Gamma does not specifically 
disclose: 

wherein the step of generating code includes the step of: 
converting said code into an executable format. 
However, in an analogous art, Underwood discloses the conversion of said code into 
executable code at least at 17:34-38. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to use the conversion of code into executable code as taught in Underwood 
because this would allow the written code to in executable format and ready to be run by users. 

Conclusion 

1 3 . The prior art made of record and not relied upon is considered pertinent to Applicant' s 
disclosure. 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hoang-Vu "Antony" Nguyen-Ba whose telephone number is 
(571) 272-3701 . The examiner can normally be reached on Monday-Friday from 9:00 am to 
5:30 pm. 

If attempts to reach the examiner are unsuccessful, the examiner's supervisor, John Miller 
can be reached at (571) 272-7353. 

The fax phone number for the organization where this application or proceeding is 
assigned is (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the TC 2400 Group receptionist (571) 272-2400. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http :// pair-dircct . uspto . gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at (866) 217-9197 (toll-free). 



/Hoang-Vu Antony Nguyen-Ba/ 
Primary Examiner, Art Unit 2421 
December 21, 2008 



